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REMARKS 

Claims 1 8-23, 25-27, 3 1 , and 32 are currently pending in the present application. Claims 1 8- 
23 and 25-27 were rejected under 35 U.S.C. § 101. Claims 18-20, 25-27, and 32 were rejected 
under 35 U.S.C. § 1 12, first paragraph, as failing to comply with the written description 
requirement. Claims 18-20, 25-27, 31, and 32 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 6,584,450 to Hastings et al. ("Hastings") in view of U.S. Patent 
Application No. 2003/0004781 to Mallon et al. ("Mallon") and in further view of U.S. Patent No. 
7,512,544 to Carter ("Carter"). Claims 21-23 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Hastings in view of Mallon in further view of Carter, and yet in further view of 
U.S. Patent No. 7,085,727 to VanOrman ("VanOrman"). With entry of this amendment, claim 18 is 
amended. Reconsideration and reexamination of the claims in view of the remarks below are 
respectfully requested. 

Rejection under 35 U.S.C. $101 

Claims 1 8-20 and 25-27 were rejected for failing to satisfy the "machine-or-transformation" 
test. Claim 1 8 is amended to tie the method steps to a particular machine. For example, the method 
of claim 18 recites, in part: 

receiving from said plurality of registered members , over a network, 
placements of electronic orders for future rental of said electronic media, wherein 
each of said registered members places an electronic order for said electronic media 
by adding said electronic media to their respective rental queues; 

determining , by a processor, pre-release rental demand for said electronic 
media by adding the number of electronic orders received from the plurality of 
registered members; 

calculating correlation characteristics between the pre-release rental demand 
of said electronic media with a pre-release rental demand of at least one previously 
released electronic media having similar pre-release demand stored in a historical 
database , said calculation being performed using regression analysis ; 

determining , by the processor, a post-release demand for said electronic media 
using the calculated correlation characteristics. 

Support for the recited "network" can be found, for example, in paragraph [0070] and Fig. 1 
of the published application. Support for "processor" can be found in, for example, original claims 
30 and 31 of the application. Support for the "historical database" can be found, for example, in 
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paragraphs [0101], [0102], [0158] and Fig. 1 of the published application. It is respectfully 
submitted that the network, processor, and historical database each satisfy at least the "machine" 
prong of the "machine-or-transformation" test. Furthermore, the network, processor, and historical 
database impose meaningful limits on the method claims' scope because, for example, the invention 
as recited in claim 18 relates to a rental service over a network and that the historical database is 
used for storing pre-release rental demand of at least one previously released electronic media 
having similar pre-release demand, which is required for calculating an open-buy quantity of the 
electronic media to be purchased. In addition, the above-identified steps are essential to claimed 
invention, and thus are not limitations directed to insignificant extra solution activities. 

The Examiner cited Ex parte Langemyr ("Langemyr") to support his rejection under 35 
U.S.C. § 101. The court holds that the claims of Langemyr do not satisfy 35 U.S.C. § 101 because 
the only recitation of a "machine" is the "nominal recitation of a 'computer apparatus' in the 
preamble of the claim." (Langemyr, Analysis section.) In contrast, amended claim 18 recites 
"network," "processor," and "historical database" in the body of the claim with ties to particular 
steps of the claimed method. Accordingly, Langemyr does not apply with respect to the amended 
claim 18. Furthermore, Langemyr does not cite to, or receive guidance from, any of the Bilski 
decisions including the recent Supreme Court ruling, and thus does not necessarily reflect the latest 
interpretation of 35 U.S.C. § 101. Applicants respectfully submit that the amendments overcomes 
the rejection under 35 U.S.C. § 101 in view of Supreme Court's Bilski decision because the claims 
are not directed to an abstract idea (e.g., claim 18 recites "listing for display, on the Internet for 
future rental an electronic media" and "receiving from . . .members, over a network, placements of 
electronic orders," which are clearly not abstract ideas.) As such, the rejection under 35 U.S.C. § 
101 has been overcome. 
35 U.S.C. ft 112. First Par aeranh 

Claims 18-20, 25-27, and 32 were rejected under 35 U.S.C. § 112, first paragraph, as failing 
to comply with the written description requirement. In particular, the Examiner stated that the 
limitations directed to "electronic media units categorized in a data storage," "maintaining and 
queue in a data storage unit," and "an outputting step that outputs the open buy quantity from a 
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computer system" of claim 18 lacked proper support. Claim 18 is amended to delete, without 
prejudice, references to the "data storage unit" and "[outputting] . . . from a computer system." The 
rejection under 35 U.S.C. § 1 12, first paragraph, is thus moot in view of the amendments. 

35 U.S.C. g 103(a) 

Claims 18-20, 25-27, 31, and 32 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Hastings in view of Mallon and in further view of Carter. Claims 21-23 were 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Hastings in view of Mallon in further 
view of Carter, and yet in further view of VanOrman. 

It appears that the Examiner maintained the rejections under § 103(a) for the same reasons 
stated in the April 13, 2009 Office Action without specifically addressing at least one of the 
limitations newly added in the September 11, 2009 Amendment and Applicants' remarks 
identifying the differences between the claimed invention and the combination of the cited 
references. In particular, the recitation "wherein the open-buy quantity is determined to minimize a 
projected rental shortage in an early time period after the release date and to minimize a projected 
rental surplus in a period after the early time period" of claim 1 8 was not specifically addressed in 
the rejection under 35 U.S.C. § 103(a), although the Examiner did state that this limitation was not 
disclosed by Hastings. (See Office Action, at 6.) It is respectfully submitted that claim 1 8 and its 
dependent claims (and claim 31) are at least patentable over the combination of the cited references 
because the above-identified limitation is not disclosed by the combination of the cited references. 

It is further submitted that the finality of this Office Action is not proper because the claims 
in the application after the entry of the RCE were not drawn to the same invention claimed in the 
application prior to the entry of the RCE, or would have been properly finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the application prior 
to the filing of the RCE. (See MPEP 706.07(b).) 

In addition, Applicants maintain that the rejections under 35 U.S.C. § 103(a) should be 
withdrawn for the reasons provided in the September 11, 2009 Amendment as restated below. 
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The Examiner again acknowledged, at pages 5-6 of the Detailed Action, that Hastings is 
deficient in many respects, including a lack of disclosure on steps related to determining a pre- 
release demand for an electronic media, calculating correlation characteristic between the pre- 
release demand of the electronic media with the pre-release demand of other already-released 
electronic media, and determining a post-release demand using the calculated correlation 
characteristics. Hastings also fails to disclose the previously-added limitation of determining an 
open-buy quantity to minimize a projected rental shortage in an early time period after the release 
date and to minimize a projected rental surplus in a period after the early time period. 

The Examiner cites Mallon to make up for the deficiencies of Hastings. However, Mallon 
fails to disclose the previously-added recitation. As previously communicated, Mallon generally 
discloses a modeling system configured to model aggregate behavior of a population as a function 
of aggregate on-line interest data. Although Mallon mentions that its method may be used to predict 
rentals or sales of video tapes, audio tapes, etc. and that the prediction can be of a number of 
sales/rentals or a range in sale/rental price or of a rate of sales/rentals during a period (paragraphs 
[0088], as cited by the Examiner), Mallon does not specifically disclose taking the additional step of 
determining an open-buy quantity, i.e., the quantity of electronic media to be stocked initially, that 
would minimize both a projected rental shortage in an early time period after the release date and a 
projected rental surplus in a period after the early time period. That is, Mallon at most disclose 
predicting the number of sales/rentals, but does not disclose or suggest using that predicted 
sales/rental number to calculate an optimal open-buy quantity that would maximize profit of a rental 
business without sacrificing significant customer satisfaction. 

Similarly, Carter, which is cited for disclosing forecasting logic that uses regression analysis, 
also fails to disclose the previously-added element. 

In sum, the combination of Hastings, Mallon, and Carter, still fails to disclose every 
limitation of Claims 1 8 and 3 1 . As a result, Applicants submit that claim 1 8 (and its dependent 
claims 19, 20, 25-27, and 32) and claim 31 are not obvious in view of the cited references. 

The Examiner rejected claims 21-23 under 35 U.S.C. 103(a) as being unpatentable over 
Hastings in view of Mallon and further in view of Carter and yet further in view of VanOrman. 
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Because claims 21-23 depend from claim 18 and VanOrman also does not disclose the previously- 
added recitation, the rejection of claims 21-23 have been overcome by the amendment for the same 
reasons provided above. 

In view of the above, each of the presently pending claims in this application is believed to 
be in immediate condition for allowance. Accordingly, the Examiner is respectfully requested to 
withdraw the outstanding rejection of the claims and to pass this application to issue. If it is 
determined that a telephone conference would expedite the prosecution of this application, the 
Examiner is invited to telephone the undersigned at the number given below. 

In the event the U.S. Patent and Trademark office determines that an extension and/or other 
relief is required, Applicants petition for any required relief including extensions of time and 
authorize the Commissioner to charge the cost of such petitions and/or other fees due in connection 
with the filing of this document to Deposit Account No. 03-1952 referencing docket no. 
562072000100 . However, the Commissioner is not authorized to charge the cost of the issue fee to 
the Deposit Account. 

Dated: August 2, 2010 Respectfully submitted, 

By 

Kenneth X. Xie 

Registration No.: 60,350 
MORRISON & FOERSTER LLP 
555 West Fifth Street 
Los Angeles, California 90013-1024 
(213) 892-5459 
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